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Statement of Congfderations

(1.45S WAIVER OF THY AOVERNMENT'S U.S. AND FORECIGN PATENT RIAHTS IN
INVFNTIONS MADE IN TME COURSE OF OR UNDER COOPERATIVE AGREEMENTS
ENTEREN THTO UNDER THE DEPARTMENT OF ENERRY'S NIGH TEMPERATURE
SUPERCONDUCTIVITY ©1L0T CENYCRS PROGRAM W(C)-88-001

The hepartment of Energy (DOE) consfders the National Lahoratories to bhe a
unfque and valuable national resource that should be made availahle to the
extent feasible for use by others to 3ccelerate commerciolization ol enaray:
technoloaqy.

In 12R7 President Reaqan issued Executive Order No, 12521 entitled
YFacilitatine Access to Science and Technology". The purpase of this
Exequtive Npder was to ensure that Federal anencies and laboratories sssist
universities and the private sector in broadening the technology base of tha
nation hy moving new knowledge from the research lahoratory into the
development of new products and processes, More particularly, Federal
agencies were, to the extent permitted by 13w, to encourage and facilitate
¢ollaboration amano Federal Yaboratories, state and locsl governments,
universities, and the private sector.

The Department has undertaken various init{stives aimed at reducing
institutional barriers tn the transfer of technology from its National
Lahoratories, One such initiative is in the ares of Increased access by the
private sector to the MRO contractor facilities, Access by nonprofit
nrqanizations, -smal) business firms, or others to such research ang
development facilities is already available in situations where the private
party {i.e., sponsor) agrees to reimburse the fiovernment or MAD contractnr for
costs of performina the sponsor's work. Suth arrangements are involved in the
NO% “Work for Nthers” (WFNY and "lise of Facil{ities" Programs, and are not
considered "funding agreements” as defined fn 2% USC 2971,

In nrder to facilitate wider use and access to these fecilities NNE dssued
class waivers dealing with subject inventions made by sponsors in these two
categories to any work performed at MAN facilities under the WFQ Agreements or
User Aqreements: this may include work relating te high temperature
superconducting technoloty.

The Hioh Temperature Superconductivity (HYSCY P{lpt Centers Proaram is an
additional and alternate mechanism which §s te be made available under
cooperative agreements with small business, nonprofit, or large business
participants to avail themselves of the unique RAD facilities and expertis@ of
selected MRD contractors. The Pilot fenters Program differs from and is
distinguishable from ¢he "Work for Others” or "ise of Facilitfes" Proarams in
several respects:

1. The Pilot Centers Prooram will be funded by DOE through ¢noperative
aqreements with private participants and therefore such agreements may fall
within the term "funding” agreement as defined {n P,L. QRuR17, as amended by
., 08-A2N,
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2. The Pflot Centers °roaram class waiver s directed tn a specific
technoloqyv, §.%., High Temperoture Superconductivity, and {s {ntended to
sllocate patent rights i1n ¢ menner which will accelerate commercialization of

that technoloqy.

7. The P{lot Centers Prngrem class waiver tokes into consideratfon not only.
the technology transfer capacity of the participant but allows utflfzatfon of
the already demonstreted technotoay transfer capacities of the selected
Nepartment's MAN contractors, thus providing an opprrtunity for the
partfcipant, as well 8s the MAN contractor to advance commercializatinn of HTSC
technology. For exsmpla, where the participcant is not {nterested or {s not in
a onsition to commercialize all areas of utility of a aiven superconductinag
fnvention, this class weiver has sufficient flexibility to permit the
technoloqy transfer resnurces of the MRD contractor ton be utflized to promote
the full commercial potantial of a superconducting development.

The P{1ot Centers selected for fnclusfon {n the HTSL ®1lot Tenters Program are
the Los Alamos National Laboratory In New Maxico nperated by the University of
california under Contract W-740S-Tng-34, Araonne National Lahoratory in
J1linnis operatec by the University of fhicaan under Contract W-31-109-Ena-18,
and the NDE-owned facilities in Nak Ridae, Tennegsee, operated by Martin
Marietta Eneray Systems, Irc,, (FEneray Systems) under Contract
DE=ACNK-840RZ14NN,

The ®{lot Centers have been characterized by Secretary of Enerqy Herrington as
a kev element in the Superconductivity Inftiative announced by President
Reagan 1in July 1987 to make the resources of the Federal government ovailahle
to Uinited States fndystry in developinn commercial products from high
temperature superconductina materials.

fich temperature suverconductivity materiels have potentis) use in such
applications as electrical generstion, storane, and transmissinn, computers,
disgnostics, and transportetion, However, the mate-ials ore ceramics which
are difficult tn fabricate end reoufre extensive process ond product
development hafore their commercisl utility cén be realized, The purpnse of
the P{lot Centers Srooram is to provide industry, nonprofit, and acaremia
varticipants sccess tn the resourges of the 2flot fenters to accelerate
technical ant' commercial development of high temperaturz superconducting

technology.

The participants in these coonerative agreemenis mey comprise smell business
firms, or nonprofit oroanizations, as adefined fn 3§ yYS, 201, and Yarge
hbusiness, {.e., those business entities which do not meet this definition.
Under the provisions of the Bayhahole Act, P.L, 95-517, as codified in 35 USK
201 et seq., =ach nonprofit organization or small husiness may, with certsin
exceptions, elect to retatn title to inventtons conceived or first actuslly
reduced to practice by its employees {n the performence of work under o
contract, orant, or cooperative agreement enterec into between any Federal
agency and any contractor funded in whole or in pert by the Federal
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covernment, Thus, small hustness entities ond nonprofit orqanizatfons already
have A statutory rinht to elect to file on any of the{r {nventions made during
the course of any funding aareement which they enter {nto with a P{lot
fenter's MAD contractor,

Adaitionally, the aonprofit MAQ contractors may, with certain exceptions,
clect to retain riaovts under the provisione of P.L, 9R-517, as amended, to
faventions concefved ar first actually reduced to oractice by their employees
in the performance of any funding agreement which they enter {nts with a
particinant under the HTSG Pilnt fenters ®roqram.

It is the purpnse of this class wafver to provide a weiver of patent rights
under the authnrity of Sectfon 152 of the Atomic Enerqy Act of 1964, 3s
amended, (A? USC ?2187) and Section 9 of the Federal Nonenuclesr Enerqy
Regparch and Development Act of 1974 (42 UST 5anQ) which {s consistent with
the ohjectives of Executive Order 12591, In one particular, the scope of this
clsss watver s directed to the class of identified inventions which comprise:

A. Subject inventions made by employers of Energy Systems during the course
of or under any cooperative agreement entered into by Energy Systems
under the HTSC Pilnt Centers ®rogram, and

B. Suhject invantiont of Yaroe business entitiss which cnst share Tess then
?NY in cooperative agreements entered intv with P{lut fenters' MaO
contractnrs under the HTSG °ilnt Centers Program. MHistorically, cnst
sharing levels below 20% have not genera)ly been found by NNE to
represent sufficient corpurdte interest and comnlimenl Yy large husiness
contractors 1n the commercialization process to Justify waiver nf the
Rpvernment's rights {n such {nventians,

In accordance with this class wetver, Cateqory (A) {nvent{ans are waived to
Energy Systems and Cateqory (B) inventions are waived to the Mih contractor
participating 1n a particular cooparative aareement under the HTSC Pilot
Centers Prooram in order to take advantage of the technoloqy transfer
capahbility of the Man contractor. Since the large husiness participant {s
unwilling tn cnst share 3 20% or above Yevel {n Category B, the grant of 2
wiiver to the 1sroe husiness particioant is not iustified. In order, howaver,
tn obtafn the benefit of the demonstrated technnlogy transfer capadility of
the MM) contractor oT the ¥)iot Lenters ano to taciiitate tne incorporation of
inventions of Catenory 8 thet are made under these cooperative agreements intn
the MAN contractor 1icensina program in the superconductor field, the rinht to
elect tn filte patant appiicatfons on such tdentfffed {nventfons fs placed with
the ©{lat Center's MAD contractor.

Further, technnloqgy transfer may he enhanced by +he MRD coniractar beinq ahle
to offer the waived inventions made under the HYSC {10t Centers Program with
other of §ts related fnventions in the High Temperature Superconductivity
Tield, Thus, 1t is believed that the granting n€ a wafver tn these {dentifipd
Tnvenlions wlilY make Lhe beneflls uf Uhie supervonductlog Lechmuloyy wlidely
availahbie to the pudlic in the shortest practicable time snd promote the
commercial yptilfzation of such inventfons.
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In another particulsar, the sgope of this class waiver {s directed to an
srvance wedver of {nventions of a Yimited class of cooperstive agreements
entered into under the HTSC Pilo% Centers Proqram with taroe business entities
which cost share at least 20% (not {nctuding eny weived feml,

With respnct tn the advance ¢16ss whaiver to the 1{mited class of conperative
anreements, this woiver cotecory is on extension of existing NOR potent waiver
policy which recognizes that at least a 29% leval of cnst sharing 1s an
1ndirATInn Af carmitment hy the participant ta advance the technnlnny and
effect cnmmarcial utitization thereof. Thus, ft is believed that the granting
of this limited class waiver will also make the henefits of the
superconducting technnlony widely available to the publi{c in the shortest
practicable time and promote the commercis) utélization of the wafved

{nventinns.

Imolemantatina of this class waiver to the {dentified inventions of rateqories
(&) and (8) §s to he by a simple procedure which requires f1) the MIN
contractar rendrting af the {nvention within the times specified in 1ts
contract with a request to retain rights: (2) certification by the MiN
contractnr reqardinn {ts intent to commercial{ze the invention jtself or
through 1ts 1icansea(s) within three years from the time this wafver 15
affective, suhject to extensfon of the time perfod for commercial ization, in
twn year intervals, so lang as the MAD contractor demonstrates to the
satisfaction of DNE that ft or fts licenseels) is actively pursuing
commercialization of the {nventinn: (2) certiffcation by the MAD contractor
tha< the invantfon at the time of the request for watver has nat heen
develaped tn the pnint of commercialization: and (4} certification by the MeO
rontractor that it will bear the cost of prosecuting and maintaining any
patent applfcation/s) or patent/s) on the waived invention at 1ts private
expense in sccordance with {ts MR contract or as ntherwise approved by the
Assistant Nenersl Caunsel for Patents.

The Patent Counsel assisting the procuring activity must review end certffy as
to whether the conditiong Of this cliass waiver have been met. For the ¢lass
of identified ynventions of Catenories {A) and (8) this includes certificarion

_that, sfter review of the invention snd relevant facts, the waiver is

apnlicahla in the invention. For 4he advance waiver for the 1imited cless of
cooperative agreements it {ncludes certification that the minimur requirement,
of 20% cost <haring {not including eny waived feel s met,

Necause of the nasure of the work to be performed under the cooperative
sqreements under the experimental HTSC ®{1nt Tenters Program, the scops of the
class waiver does not include fnventions which: (1) fall withip NOT's weapon
proaram, naval nuclear propulsfon program, uranium enrichment {{nclvding
isotope separation) prooram, storaqe and dispossl of civilian hian Yevel
nuclear waste nr spent nuciear fuels: f2) relate to suhfect metter that 1s
classified or sensitive under Section 14R of the Atomic Energy ACt of 1954, as
smended: anc¢ (3) come within the ambit of internatinnal agreements or treaties
in existence ot the time nf execution of the cooperative agreements for
{nventions wiived to the participants or fdentified in the ™AL contracts for
faventions weived to the MRO cantractors fn the ared of superconducting
technnlnqy.
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It §s believed that this HTSC waiver not only resoonds to the President’s
initiative. to promote commercial development of superconductivity research,
nut 15 consistent with the objectives and consideratinns of DOE statutory
walver policy. This waiver promotes wider {nterection between private
participants far coesponsared research end development utilizina the enmbined
technology of participants and Pilot fenters. An eoually important feature of
this waiver is that 1t permits utilization of the demonstrated technoloay
transfer capahilities of the MAO contractors participating in the LA RE 1

. Centers bronram fn a tandem relationship with the participant to promote
commercialfzation of sponsured HTSC technology especially in cases where
interest in commercialization of the partfcipant is narrow but the developed
technology has broad applitstion end the participent is elther unwilling or
unable to promote the broader applications.

It is recognized that the Pilout Cenlers Program is &n experimental proaram
which has as 11s Qoal to commerciatize the risl technutogy antd as such Lhe MAD
vontractar's performunce witt bu clusely evalualed fur fuluie pruvrems therein
ana/or class waivers of this nature, Since the MA0 Contractors through this
¢lass wafver to fgentified inventions will, in many cases, have
commercialization rignts fn not only Yts own inventinns but alsa fnventions of
the Participant (for cost shared agreements of less than 20% cost sharel and
will be entitied to neqotiate with the Participant for such commercial rights
in the HTST technology, the Nepartment has esteblished criterfa for evaluating
the MAD contractor as tn 1ts selectina the commercfalization route which will
best ensure the early cormercialfzat{on of the HYSC technoloay. Accordingly,
this evaluation of the MRO contractor's Yicensing activities serves as
addittonal justification-for the grant of the wafver of the scape set forth

herein,

The grant of this wafver allows the {10t Crnters to {denti{fy end implement
effective government/industry research cooperation as @ model for establishing
a permanent program, Arant of waiver righis Lo Lhe three MRO cuntrectors
operating the Pilot fenters end Lo the participants wiil provide these
contractnrs with an oppartunity to demonstrate the technical and technology
transfer resources in conducting cooperative aareements with participants to
develop the HTSC technnlogy for commercial appifcatinn, thereby improving
Unitec S:iates competitiveness in the superconducting field.

The qrant of this class waiver to the experimental ®{ot Centers and .
partictipants should not result in adverse effects on competition or market
concentration. The HTSC is an emerqing technology in which quite & number of
United States corporations as well as foreign companies heve active
devalopment programs, Waived tnventfons will be subject tv a royaliy-free
1fcense %0 the Government and NAE has the right to require periodic revorts on
the ytflization or the efforts at ohtaining utilizatinn that are being made
for the waived fnventions, If an M&D contractor or participant 1s not meking
reasnnable efforts to utilize a wsived invention, NOE can exercise fts
march-in rights and require licensing of the invention.
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Accordinaly, fn view nf the "NE obfectives for the HTSC P{lot fenters Proaram
and in consideration of NNS's statutory waiver policy, &11 of which have been
considered, ft §s recommenred that this class waiver as set forth above will
best serve the interests of the lnfted States and the oenersl publfc., It {s
therefore recommended tha% the wafver he aranted.

S Y SR~
) \ i 7 /.,_///' SN -//\"' /
| Trving Barrack
{ L7 Agcigtant Patent Counsel for
Contracts, Licenses & Litioation

Rased on the forenning Statement of Sonsiderations, it {s determined that the
interest of the United States and the general public will best be served by
wajver of Unfted States and forafgn patent rights and, therefore, the wadver
is granted. fhis waiver shall not affect any wafver previously granted,

CANCURRENCE APPROVAL
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Yichara &, Lonstant
Assistant nReneral founsel
for Patents




